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DETAILED ACTION 
Continued Examination Under 37 C.F.R. §1.114 

1 . A request for continued examination ("RCE") under 37 C.F.R. §1.114, including the fee 
set forth in 37 C.F.R. § 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 C.F.R. §1.114, and the fee set forth in 
37 C.F.R. §1.1 7(e) has been timely paid, the finality of the previous Office action has been 
withdrawn pursuant to 37 C.F.R. §1.114. Applicant's submission filed on 13 April 2009 has 
been entered. 



2. This action is responsive to Applicants' above noted RCE and associated amendments 
received 13 April 2009. 

3. This action has been assigned paper number 20090706 for reference purposes only. 

4. Claims 1, 3, 29, 31, 43, 45, and 55-63 are pending and have been examined. 



5. Claims 55, 61 and 62 are objected to because of the following informalities: 

a. Claim 55 recites "and and" in line 4; 

b. Claim 61 recites "and the and the" in line 5; and 

c. Claim 62 recites "and the and the" in line 5. 

6. Each of these are considered to be typographical errors resulting in repeated words. 

7. Appropriate correction is required. 
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Claim Rejections - 35 USC § 112 T"^ Paragraph 



8. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

9. Claims 1 , 3, 29, 3 1 , 43, 45, and 55-63 are rejected under 35 U.S.C. § 1 12, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the subject 

matter which applicant regards as the invention. 

10. The scope of claims 1, 3, and 55-57 cannot be determined by one of ordinary skill in the 
art. Language, such as is recited in these claims, wherein, a fimction is recited as being 
performed "responsive to" a condition {e.g. "responsive to the received hardware configuration 
identifier being identical to the stored hardware configuration identifier, returning software 
license information. . .from the server"), is taken to imply that the condition is satisfied. 
However, in at least claim 1, there are mutually exclusive conditions {e.g. "the received hardware 
configuration identifier being identical to the stored hardware configuration identifier" and "the 
received hardware configuration identifier being acceptably similar but not identical to the stored 
hardware configuration identifier") that cannot both be satisfied. Therefore, it is not clear 
whether the associated fiinctions are performed. The Examiner has taken limitations in these 
claims with mutually exclusive conditions as being conditional when applying the prior art. 

11. At least claims 1 and 29 recite the phrase "acceptably similar" which renders the claims 

indefinite. The Examiner notes the following from Applicants' specification: 

"It is to be understood that the definition of "acceptably similar" is a 
design choice, which is a function of to what extent hardware modifications will 
be permitted without triggering a determination of a new computer 104. In 
different embodiments varying amounts of difference are tolerated, as desired. For 
example, in some embodiments a specific number of hardware components must 
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be identical for the two identifiers 1 10 to be considered acceptably similar." 
[0040] 



d. Defining a limitation as being "design choice" does not clearly set forth the 
subject matter which Applicants regard as the invention. Moreover, it relies upon the 
reader to impart a value. Furthermore the statement "must be identical for the two 
identifiers [] to be considered acceptably similar" makes the condition "the received 
hardware configuration identifier being acceptably similar but not identical to the stored 
hardware configuration identifier," found in claims 1 and 29, indefinite. This says that 
they must be identical but not identical. 

e. To reiterate, the phrase "acceptably similar" is lexicographically defined in the 
original specification at paragraph [0040]. However, the definition presented for 
"acceptably similar" is indefinite. As was discussed in Halliburton Energy Services, Inc. 
V. M-I LLC, "[e]ven if a claim term's definition can be reduced to words, the claim is still 
indefinite if a person of ordinary skill in the art cannot translate the definition into 
meaningfully precise claim scope . . . ." Halliburton Energy Services, Inc. v. M-I LLC, 
514 F.3d 1244, 85 USPQ2d 1654, 1659 (Fed. Cir. 2008). Like the "fi-agile gel" in 
Halliburton, "acceptably similar" has a lexicographic definition that is indefinite. 
Therefore, "acceptably similar" is also considered to render the claims indefinite. 

f By way of example only, the Examiner respectfully suggests claiming the 
underlying calculation in place of the phrase "acceptably similar" as a potential way of 
overcoming this rejection. 
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12. The term "similar" in claim 43 is a relative term which renders the claim indefinite. The 
term "similar" is not defined by the claim, the specification does not provide a standard for 
ascertaining the requisite degree, and one of ordinary skill in the art would not be reasonably 
apprised of the scope of the invention. The Examiner again suggests claiming the underlying 

calculation as a potential way of overcoming this rejection. 

1 3 . Claim 3 is indefinite because it would not be readily understood by one of ordinary skill 
in the art whether the limitation "returning software license information... current date" is always 
performed or only performed if the condition recited in lines 3-8 is satisfied. The limitation 
"returning software license information... current date" is out dented from the other steps which 
indicates that it may be performed regardless of the condition being satisfied. However, sending 
the license information with the current date would be understood by one of ordinary skill in the 
art to be an action associated with an update. The update in this claim is only performed if the 
condition is satisfied. Therefore, there are reasons that either interpretation could be reasonable. 
Thus, this claim is indefinite due to the conflicting interpretations. 

14. Claims 43, 45, and 61-63 indefinite because the method performed (claim 43, line 4) does 
not necessarily correspond to the program code recited. Therefore, the program code does not 

necessarily have to be executable on the computer system. Changing "the computer program 
product comprising" to "the method comprising" and removing the instances of "program code 
for" in these claims would overcome this rejection. 

15. The Examiner finds that because particular claims are rejected as being indefinite under 
35 U.S.C. §1 12 2nd paragraph, it is impossible to properly construe claim scope at this time. 
However, in accordance with MPEP §2173.06 and the USPTO's policy of trying to advance 
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prosecution by providing art rejections even though these claim are indefinite, the claims are 
construed and the art is applied as much as practically possible. 



16. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

1 7. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. § 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not conmionly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

18. Claims 1, 3, and 55-57, as understood by the Examiner, are rejected under 35 U.S.C. 
103(a) as being unpatentable over Beetcher (US 5,933,497). 

19. As to claim 1, Beetcher shows: 

g. A computer implemented server method executed by a server that comprises 
hardware components for dynamically managing a user software license, the method 
comprising: 



Claim Rejections - 35 USC § 103 
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h. receiving at least one request (fetch, step 1001) from a client to access at least one 
feature (instruction with a trigger, step 1004) of a software program, each request 
including identification information concerning the user and a hardware configuration 
identifier (hardware serial number, element 410; stored in product lock table, element 
460; shown in Figure 4) concerning a computer associated with the user (obtained from 
product lock table, step 1005), wherein the hardware configuration identifier comprises 
information about a hardware component in the computer associated with the user; 

i. responsive to receiving a request, retrieving stored software hcense information 
concerning the user (from product key table, element 450), the stored software license 
information corresponding to the received identification information (install input, 
element 440) and including a stored hardware configuration identifier concerning the 
computer associated with the user, wherein the stored hardware configuration identifier 
comprises information that is previously stored regarding a hardware component of the 
computer system, and a stored hardware configuration identifier modification date (date 
of first use, column 10, lines 34-36); 

j. comparing the received hardware configuration identifier to the stored hardware 
configuration identifier, to determine whether the received hardware configuration 
identifier is acceptably similar to the stored hardware configuration identifier (if they 
match, product is entitled, step 924) by determining whether the information about a 
hardware component in both the hardware configuration identifiers is identical (Id.); and 
k. returning software license information concerning the user to the chent from the 
server (returned to the client and placed in product lock table, step 926). 
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20. Beetcher does not expressly show: 

1. responsive to the received hardware configuration identifier being identical to the 
stored hardware configuration identifier, 

i. returning software license information concerning the user to the client 

from the server; 

m. responsive to the received hardware configuration identifier being acceptably 
similar but not identical to the stored hardware configuration identifier, 

ii. comparing the stored hardware configuration identifier modification date 
with a current date at the server; and 

n. responsive to the current date being later than the stored hardware configuration 
identifier modification date, and the difference between the current date and the stored 
hardware configuration modification date being greater than a permitted value, 

iii. returning software license information concerning the user to the client 
from the server (returning the information is shown, but not that it is responsive to 
the above conditions). 

21 . However, if the received hardware configuration identifier and the stored hardware 

configuration identifier are not identical or acceptably similar, i. and ii. are not performed. 
Similarly, iii. is not performed if the difference between the current date and the stored hardware 
configuration modification date is not greater than a permitted value. Therefore, these steps do 
not need to be performed in order to anticipate or infringe. 

22. Beetcher also does not expressly show: 
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o. the hardware configuration identifier comprises information about a plurality of 
hardware components in the computer associated with the user. 

23. However, Beetcher does show that the machine serial numbers 105 are stored with the 
processor types for the machines (C 5, LL 36-58). Therefore, it would have been obvious to one 
of ordinary skill in the art at the time of the invention to have modified the teachings of Beetcher 
to repeat the comparison as designed for the serial numbers using the processor type information 
instead. The more pieces of data that are compared, the higher the level of confidence is that 
there is no deception taking place. Moreover, it would use the known process of comparing two 
pieces of data and merely repeat it using different data. Thus, the result would be predictable 
and apparent to one of ordinary skill in the art. 

24. As to claim 3, Beetcher fiirther shows: 

p. responsive to the current date being later than the stored hardware configuration 



identifier modification date and the current date satisfying a specified 
modification frequency: 

iv. updating the stored software license information concerning the user by 
replacing the stored hardware configuration identifier with the received hardware 
configuration identifier (step 908); 

V. updating the stored software license information concerning the user by 
replacing the stored hardware configuration identifier modification date with the 
current date (the date/time stamp is set when the table entry is written; Id.); and 
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25 . returning software license information concerning the user indicating that the user is 
licensed to run the software, the software license infijrmation including the received hardware 
configuration identifier and current date (step 909). 

26. As to claim 55, Beetcher further shows: 

q. responsive to the current date being later than the stored hardware configuration 
identifier modification date and and the difference between the current date and the 
stored hardware configuration modification date not being greater than a permitted value 
(step 924). 

r. determining that the user is not licensed to run the software program 
(determination is made if the time period is valid, Column 12, lines 2-5); and 
s. wherein returning software license information concerning the user to the client 
comprises returning software license information indicating that the user is not licensed 
to run the software ('0', Id.). 

27. As to claim 56, Beetcher fiirther shows: 

responsive to the received hardware configuration identifier being identical to the stored 
hardware configuration identifier, returning software license information 
concerning the user to the client indicating that the user is licensed to run the 
software (bit is set to ' 1 ', column 6, lines 38-40). 



28. 



As to claim 57, Beetcher further shows: 
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t. 



responsive to the received hardware configuration identifier not being acceptably 



similar to the stored hardware configuration identifier and not being identical to the 
stored hardware configuration identifier: 

u. determining that the user is not hcensed to run the software program (step 925); 

and 

V. wherein returning software license information concerning the user to the client 
comprises returning software license information indicating that the user is not licensed 
to run the software (bit is set to '0', column 6, lines 38-40). 



29. Due to the non-art based rejections and objections above, claims 29, 3 1 , 43, 45, and 58- 
63 cannot be indicated as allowed. However, the Examiner's position is that if they are properly 
amended to overcome the currently presented rejections and objections these claims that they 
would be allowable over the prior art. 



30. Applicant's arguments filed 13 April 2009 have been fiiUy considered but they are not 

persuasive. 

3 1 . Applicants' arguments with respect to the art rejections of claims 1 and 3 are directed to 
the current amendments. As addressed above, these amendments are conditional, and thus are 
not needed to infiinge or anticipate when the condition is not satisfied. 



Allowable Subject Matter 



Response to Arguments 
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32. Applicants' arguments with respect to the art rejections of claims 29, 3 1 , 43, 45, and 58- 
63 are persuasive. Unlike method claims, all parts of embodied software in system or product 
claims must found for infiingement or anticipation. 



33 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JOSHUA MURDOUGH whose telephone number is (571)270- 
3270. The Examiner can normally be reached on Monday - Thursday, 7:00 a.m. - 5:00 p.m. 

34. If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Andrew Fischer can be reached on. The fax phone number for the organization 
where this application or proceeding is assigned is 571-273-8300. 

35 . Information regarding the status of an apphcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Elecfronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Joshua Murdough 
Examiner, Art Unit 3621 



Conclusion 



/ANDREW J. FISCHER/ 

Supervisory Patent Examiner, Art Unit 3621 



